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REMARKS 

Claims 1-61, aU ihe claims presently pending in the application, stand rejected under 35 
U.S.C. 101 because, according to the Office Action, the claimed invention is di^cd to non- 
statutory subject matte:. Additionally.Claims 1-61 stand rejected on prior an grounds. The 
specification stand, objected to. Claims 2, 3, 5. .0, 19. and 61 stand rejected on informalities. 
Claims 1-61 are amended herein. Moreover, no new matter is being presented. Applicants 
respecttuUy traverse these rejections based on the following di«.a.ssion. 



T. The ObjecHon to the Specification 

The abstract is objected to becau^ it is not a single paragraph. As such. Applicants have 
tended the abstract to place it in pn>per form. In view of the foregoing, the Exaxiuner i. 
respectfully requested to reconsider and withdraw this objection. 

II. The 35 U.S.C. §101 Rejections 

Claims 1-61 are rejected under 35 U.S.C. §101 as being directed to non-statutory subject 
matter. As such, in accordance with the suggestion in the Office Action. Applicants have 
an^ended independent claans 1 , 20, and 39 to include the clement of "S^tin p said redeen^able 
.l^etronicco^ i-iciuding means (claim 20) and computer readable program code means 
(claim 39) for performing the above function, thereby providing a concrel., useful and tangible 
result In view of the Foregoing, the Examiner is respectfully requested to reconsider and 
withdraw this rejection. 
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m. The Objection to the Claims 

ClaimlOisobJ.ctedtoWuseofinfc,n«alitie.. As such. Applicants have amended 

clain, 10 to remove the offcndmg language, in view of the foregoing, the Exan.iner is 
respectfully requested no reconsider and withdraw this objection. 

IV, The 35 U.S.C. §1 12, S«cond Paragraph, Rejection 

Claims 2-3,5, I9,and61 stand rejected under 35 U.S.C. §112, second paragraph as being 
indefinite for failing u, particularly point out and distinctly claim the subject matter which the 
Applicants regard as tlte invention. As such, Applicants have amended claims 2-3, 5, 19, and 61 
to further clarify and provide proper antecedent basis for the claimed language. In view of the 
fot^oing, the Examiner is respectfully requested to reconsider and withdraw these lejections. 

V. The 35 U.S.C. §103 Rejections 

Claims 1-1 8, 20-37, 39-56 and 58-61 stand rejected under 35 U.S.C. §103(a) as being 
unpatentable over Fre<.ny, Jr. (U.S. Patent No. 6,513.016), hereinafter refen-ed to as "Freen/^ in 
view of Godin. et al. (U.S. Patent No. 5.890.138), hereinafter refen^d to as "Godin". Claims 19. 
38 and 57 stand rejected under 35 U.S.C. §l03(a) as being unpatentable over Freeny. Jr., Ln view 
OfGodin and Schulze. Jr. (U.S. Patent No. 6,497.360), hereinafter referred to a.s "Schulze". 
Applicants respectfully traverse these rejections based on the following discussion. 

Freeny teaches an automated product pricing system including a physical store system, a 
virtual store system, and a control system. The physical and virtual store systems an^ capable of 
transmitting sales data indicaUve of the number of sales of identified respective products. The 
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control system is adapted to receive the sales data from the physical store system and the virtual 
store system. In response thereto, the control system generates price change data including a 
changed price ol an identified product based on the sales data r^eived from al least one of the 
physical and virtual store systems. The price change data is then transn,itted by the control 
system to at least one of the physical and virtual store systems to thereby change the price of the 
identified prodiici. 

Godin teaches :m auction system is disclosed which aUows users to participate using their 
own computers suitably connected to the auction system. Preferably, this connection uses the 
Tntemet. Godin involves a method and system for providing mpid feedback of a reverse auction 
process and removes the .«er from the process once an indication to purchase has been received. 
Rapid feedback in combination with security of information is aclueved with the method and 
auction system. 

Schulze teaches a method and apparatus for accurately collecting and prompUy reportmg 
infomiation in eomiecaon with the redemption of manulacturer coupons. TT.c method includes 
the collection of infonnation Irom a retailer point-of-sale system, and the examination of 
redeemed coupons. ^^Tiere matches between product sales, discounts to con.sumers and 
redeemed coupons can be made, payment to the retailer of discounts extended to consumers in 
exchange for manufacturer authorized coupons is immediately made follo>ying such verification. 
In addition, informaiicn concerning the redemption of coupons is made available to 
manufecturers to enable them to adjust promotions to achieve the desired marketing effect. The 
apparatus may comprise a central pmcessing unit and attached peripherals capable of interfacing 
with a retailer point-ox^sale system and downloading information from the point-of-sale system, 
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togcth^ with secure storage for holding coupons that are to be verified by the apparatus. 

The claimed iavention, as provided in amended independent claims 1, 20. and 39 contain 
features, which are palcntably distinguishable fiom the prior art references of record. 
Specifically, claims 1. 20. and 39 recite, in part, "... wherein said parameters comprise non- 

^ttrihuicP ^^^ pr^^in. cultural «ttrihntes of bidders of ?aid online auctions. ..." These 
features aie simply no. taught or suggested in either Fn^eny, Godin or Schulze. alone or in 

coinbination with one another. 

In feet, Frccny says nothing regarding generating market information using parioneters 
associated ^vith bidders of online auctions. In fact, all of the parameters associated with the 
advertising system in Fieeny relate to quantitative data relating to inventory, time spent at the on- 
line store, amount purchased, and price. For example, col. 1 1 , lines 27-40 of Freeny state. "The 
owner control system 12 receives sales and inventory data from the physical store systems 1 4 
and/or the virtual store system 18. The sales and inventory data is indicative of product 
purchases, rate of product purchases and the remaining inventory at the physical store systems 14 
and/or the virtual stoix: system 18. Based on the sales and inventory data, the owner control 
system 12 is programmed to automatically output order data to order products from the product 
suppliers associated vs ith the product supplier systems 16. The order data can be individualized 
for each of the physic^d store systems 14 and/or the virtual store system 18 so that the ordered 
products are shipped from the suppUcrs to the coirect locations." As such, there is nothing in 
l-reeny that suggests other non-quantitative factors are used to provide targeted advertising or for 
generating coupons. 

Similarly, Godin is also bereft of any language relating to non-quantitative parameters 
09/586.64) 21 
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^ U. «»-«ng — io. M wim f^n,. 1, of <^ ^^-^ 

»„d toe intervals relating ,o the auction and the good. ofTered in the aucUo. Fo, cxan,,... »t.p 
,8 in FiHur. 2 of Oodin sug60«s d.. the .uoUon .y^ten, in Oodin gather per»n.l infonnaUon. 
However, col. 4, li.e, 45^7 in Oodin sogge.. that d,U pers„.«l infonnaflo. only relates to the 



user 



•s-cedit card nnn,ber and expiry date." Fnra^K,re, col. 7. line. 15-21 in Oodin suggest 
s,„ri„gnserda.ai«.da.nbas^wl«reby*e data ir^lude^thCWsnameandaddress and E- 

„ni, address, as ..11 as credit cad infonnaticn." All of tKcse parameter consnn,te ,uanUtative 
paranreters. As such, the. is nodaing in Oodin .ha. suggests other non.<,uan.i«.ive fectors are 
used to provide targe»d advertising or for generating coupons. 

Likewise Schulze does no. .each or suggest using nonK|uanJtative parameters for 
geuer^lng n^e. infonnado. In d.e coupon sys«n> in Schulze. mere is no teaching retadng 

parameters Itributed with the consumer's personal information/data ,o the coupon 
generaUon process, Tn fact, Schu..e„nl, very ge^rically describes storing consumer data in d,e 

^ of consumer identity "m eonnecion with the sde of the product" (see eol. 7 line 67 ,o cel. 8 
7 in Schul=). As such, thete is nothing in Schulze that suggests parameters at all, le, alone 
.^.Hadve factors, ar* u.,ed to provide taxgeted advertising or for generadng cottpons. 
Additionally, .here is no suggestion in Freeny. Oodin, or Schul^ how non-quantttative 
ftctors could be store.1, and most imporUnUy. considered by the respective systems for 
generating coupons, litis is truly a unique feature of the claimed invention, which is able to 
gamer dus type of infonnadon. store it, process it. and use it for generating coupons. Thus, even 
if Freeny were combirted wi,h Oodin or if Fteeny were combined wiU> bott, Oodin and Schulze. 



line 
non 
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i, v^uld smUino teach or S06g«. .<> one of orfi,^ »kin in the ^ how .his geteraUon of 
coupom would occur eivcn m ioput of rwuKiuantitMive paramctets. 

Furthennore. F:<=c„y io .combination with Godi« and Schnlze and the Examiner's Official 

Notice i»lc^yuni..lffied.-I-l=Uy»"-»*°f'-'«='^'°'^"'"^'*"'"^^ 
exclusive t«to .o solve wholly unique soluUons, and do no. pn^vide ntotivaUon for combination 
Witt, one another. Insofar as referent, may be combined .o .each a particular inventon, and the 
p^posed combination of Freeny with Godin. and Freeny with Oodin and Sohul^. case law 
esUbU^ that, befor. an, prior-art refc^nces ntay be validly combined for use in a prior-a« 35 
U.S.C. S 103(a) rejection. tt>e individual references themselves or corresponding prior art mus. 

suggest that they be combined. 

Forcxa,«plcJnInmScmte.217USPQ l,6(C.A.F.C. 1983), the court stated: "fP]rior 

art references in combmation do not make an invention obvious unless something in the prior art 
references would suggest the advantage to be derived from combining their teachings." 
furthermore, the court in y^O^n. v PudVin-Wjley Corp., 5 USPQ 2d 1434 (C.A.F.C. 
1 9RR), stated. »[wlhe« prior-art references require selective combination by the court to render 
obvious a subsequent invention, thex. must be some reason for the combination other than the 
hindsight gleaned from the invention itself. . . . Something in the prior an must suggest the 
desimbility and thus the obviousness of making the combination." 

in the presem application, the reason given to support the proposed combination is 
improper, and is not sutTtcient to selectively and gralnitously substitute parts of one reference for 
a part of another refenmoe in order to try to meet, but failing nonedieless. the Applicant's novel 
claimed invention, ^.rthermore, the claimed invention, as amended, meets the above-cited tests 
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for obviousness by including embodiments such as using nor»-quantitative parameter, for 
obtaining market infonnation. As such, aU of the claims of this application are, therefore, clearly 
in condition tor allowaace, and it is respectfully requested that the Examiner pass these claims to 

allowance and issue. 

As declared by the Federal Circuit: 

InDroceedingS before theU.S. Patent and Trademark Office, (he Examiner bears the 
^md^SSblishing a prima facie case of obviousness ba.sed upon the pnor art. 
m SamS^can satisfy *is burden only by showing some objective te^grn Ae 
nri^r STlhat knowledge generally available to one of ordinary skill m the art 
rotJdTe^tS^nSuaftocombine the relevant te^^^^ 
?S 23 USPQ 2d 1780. 1 783 (Fed. Cir. 1992) citing In reFme. 5 USPQ 2d 1596, 
7598 (Fed. Cir. 1988). 

Here, the Examiner has not met the burden of establishing a prima facie case of 
obviousness. It is clear that, not only docs Freeny fail to disclose all of the elements of the 
claims of the present invention, particularly, the non-quantitative parameters for obtaining market 
information such as cultural demographics, as discussed above, but also, if combined with Oodin 
and/or Godin with Schulzc, fails to disclose these elements as well, llie unique elements of the 
claimed invention are clearly an advance over the prior art. 

The Federal Circuit also went on to state: 

The mere fact that the prior art may be modified in the manner suggested by the 
Examiner does not make the modification obvious unless the pnor art suggested the 
dSlity of the modification. . . . Here the Examiner rehed upon 
^ve at Ae determination of obviousness, li is impermissible to use the claimed 
S^ention as ar instruction manual or "template" to piece toge^er the teachmgs of the 
Trior art so tha. the claimed invention is .^dered obvious. This court has previously 
Led that one camiot use hindsight reconstruction to Pick and choose amor^ 
disclosures in the prior art to deprecate the claimed mvention. Fntdi at 1784-85. 
citing tore Gordon, 221 USPQ 1125. 1127 (Fed. C,r. 1984). 
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„«„.*.,cisn.sueg««ona,«F.c„y..lonco,inccmbina.ionwi*0<,dinorwith 
G„.i. „a Schulz. teaches . ra^ ^ .PP-«- — « all of *e .imitauon, of the 
dain-ed invention. Consc«nUy. *e. is ab«n. .he "su^esUon" or "objccive teaching" *a. 
«ouldhave«.ben,ad.,hefo.a«recouiabe.,..bUsbeamelegaLyre<,uisi,c-1,H«a*«iee^ 

obviousness." 

U. view of Ae foregoing, AppUcanU «spe«fal.y submit .ha. th. ci.ed prior ar. 
references do no. .eacl. or sug^e.. *e feantres defin^l by amended independent o.a,ms ., 20. and 
3, and as soch. claims , . 20. and 39 are patentable ove, Frceny alone or in comhinaUon with 
Godin or »i.b Godin .nd Schu.zc or «>th ^ pun>or«d teachings provided as Oflicia, NoUce. 
F„«her dependent Cairns 2-1 9. 21-38. and 40-61 are sunilarly patetUble over Freeny alone or in 
^^bina^on Go.in or wi* Godin and Scholze or v..h d,= putp^od cachings provided as 
Official Notice, no, only by virme of d>eir dependency &om pa«n.able independent clain>s. 
respectively, but .1«. by vi.*te of the additional fea«.res of the invention they deflne. Thus. *e 
Applicants tespectfuily request tha. d,ese rejects be reconsidered and wi.hd.awn. 

Moreover, d.e AppUc».ts note that all claims a.e properly supported in the specifloation 
andaccompanyingdrawings, and no new ma^erisbeingadded. in view of d,c foregoing. *e 

Examiner is respectfully rcuesled «, reconsider «,d wiU,dn,w tl,e r^ections. 

VI. Formal Matters and Conclusion 

With respect to the objecUon to fte abstrac., absttact has been amended, above. .0 
overcome ±is objection. With aspect .0 ftc obj«=tions and n=jec.ions ,0 the claims, the claims 
bave been amended, above, .o overcome *ese objecdons and rejections. In view of the 
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pcctfully requested to reconsider and withdraw the rejections to the 



foregoing, the Examiner is res; 
claims. 

,.„.T1,eE.«inc.isrespec«U,,c=,ues.edtop«s,h=.bove.ppUc»U„nU>^^^ 

the earliest possible time. 

Should U,.Bx™i.erf.nd,b..pr«caUon.o.ecU>cr*^i«co.diHonfcr*wa.^.«-e 

overpaymei-u «> Atton«y'» "epo^it Acco»ntNumb« 09-0441. 

Respectfiilly submitted, 

Dated:__g j *^^/ J. Mohammad S. Rahman 

Reg. No. 43,029 
McGinn & Gibb, P.L.L.C. 
2568-A Riva Road, Suiie 304 
Amiapolis,MD 21401 
Voice: (301) 261-8625 
Fax:(301)261-8825 
Customer Number: 291 54 
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